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REMARKS/ARGUMENTS 

Claim Rejections - 35 USC § 103 

Claims 3 and 4 

5 The Examiner rejected Claims 1-12 under 35 USC § 103(a) as being 

unpatentable over Amon (US 6,423,969 Bl, hereinafter "Amon"). 

The Examiner stated that Amon discloses a multi-element apparatus capable of 
simultaneously focusing a plurality of wavebands in substantially the same focal plane 
(line 1 to line 43 of Col. 1), comprising a first element comprising a first composition (10 

10 of Fig. 1), a first index of refraction, and a first and second surface substantially 

perpendicular to the perimeter wherein the first surface has a fist geometry and wherein 
the second surface has a second geometry (see table 1), a second element (1 1 of Fig. 1) 
comprising a second composition and having a thickness, a perimeter, a second index of 
refraction, and a first and second surface substantially perpendicular to the perimeter 

15 wherein the first surface has a third geometry and wherein the second surface has a fourth 
geometry (see table 1), and the first and second elements are aligned such that the second 
surface of the first element and the first surface of the second element are in substantial 
conformity with each other and aligned such that the perimeters essentially form a 
column. 

20 With regard to Claim 3, the Examiner stated that Amon discloses the first element 

(10 of Fig. 1) consisting essentially of Zinc sulfide, the second element (1 1 of Fig. 1) 
consisting essentially of Zinc selenide, wherein the second geometry of the first element 
of the first element geometry of the second element form an interface. 

With regard to Claim 4, the Examiner stated that Amon discloses the first element 

25 (14 of Fig. 1) consisting essentially of Zinc selenide, wherein the second surface 

geometry of the first element and the first surface geometry of the second element form 
an interface. 

The Examiner then stated that while Amon discloses the claimed structure of the 
multi-element apparatus, Amon does not expressly teach the recited method steps of 
30 fabricating the multi-element apparatus, i.e. the objective lens. The Examiner then stated 
that "lacking a showing to the contrary, the method steps of iteratively optimizing 
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parameters and verifying convergence of obtained results by means of ray tracing is a 
building block in software design packages." The Examiner then concluded that it would 
have been obvious, at the time the invention was made, to a person having ordinary skill 
in the art, to design such method steps to obtain the desired results, because the recited 
5 steps conforms to available computer design packages. 

"When a rejection is based on facts within the personal knowledge of the 
examiner, the data should be stated as specifically as possible, and the facts must be 
supported, when called for by the applicant, by an affidavit from the examiner." MPEP 

10 2 144.03. The Applicant thanks the Examiner for his comments, but would like additional 
support for the statement that the recited method steps of fabricating the multi-element 
apparatus are "a building block in software design packages," and "conform to available 
computer design packages." As it appears the Examiner relied upon facts within his 
personal knowledge in the art, the Applicant therefore requests that the Examiner produce 

15 supporting evidence for the assertion that the recited method steps would be obvious to 
one of ordinary skill in the art at the time the invention was made. 

Claim 5 

With regard to Claim 5, the Examiner stated that the combination discloses the 
20 claimed invention except for the variable distance between second and third surfaces 
being selected to optimize the multiple waveband focusing properties. The Examiner 
then stated that having a distance adjustable between lenses in compound system [sic] is 
conventional. The Examiner then concluded that it would have been obvious, at the time 
the invention was made, to maintain a variable distance between the first and second lens 
25 for the purpose of fine tuning the optical apparatus when temperature fluctuation [sic] are 
large. The Examiner then cited to In re Stevens for the provision that adjustability, where 
needed, involves only routine skill in the art. 101 USPQ 284 (CCPA 1954). 

The Applicant refers the Examiner to the arguments propounded for Claims 3 and 
30 4. As the Examiner has relied upon his personal knowledge in the art, the Applicant 
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requests that the Examiner produce supporting evidence for the assertion that having a 
distance adjustable between lenses in a compound lens system is conventional. 

Claim 6 

5 With regard to Claim 6, the Examiner stated that the combination discloses the 

claimed invention except for the apparatus having a 30-cm aperture and approximately a 
71 -cm focal length in both bands. The Examiner then stated that a design of the aperture 
and focal length is application dependent and well known. The Examiner then concluded 
that it would have been obvious, at the time the invention was made, to a person having 
10 ordinary skill in the art to select such values, since it has been held that discovering an 
optimum value of a result effective variable involves only routine skill in the art. In re 
Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 1980). 

The Applicant refers the Examiner to the arguments propounded for Claims 3 and 
15 4. As the Examiner has relied upon his personal knowledge in the art, the Applicant 

requests that the Examiner produce supporting evidence for the assertion that "a design of 
the aperture and focal length is application dependent and well known." 

Claim 2 

20 With regard to Claim 2, the Examiner stated that the combination discloses the 

claimed invention except for the millimeter waves being 30 GHz and 300 GHz and the 
infrared radiation being between 0.75 and 750 micrometers. The Examiner further stated 
that such values are obtainable by the same method steps, with proper change of desired 
parameters so as to obtain versatile use lens. 

25 

The Applicant refers the Examiner to the arguments propounded for Claims 3 and 
4. As the Examiner has relied upon his personal knowledge in the art, the Applicant 
requests that the Examiner produce supporting evidence for the assertion that "such 
values are obtainable by the same method steps with proper change of desired 
30 parameters, so as to obtain versatile use lens." 
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The Applicant additionally requests that the Examiner further explain the 
conclusion that the values listed are obtainable by the method steps with the proper 
change of desired parameters. The Examiner makes no conclusion as to the obviousness 
or unpatentability of Claim 2. As such, the Applicant assumes that Claim 2 is allowable 
5 at the present time. 

General Remarks 

"To establish a prima facie obviousness of a claimed invention, all the claim 
limitations must be taught or suggested by the prior art." In re Royka, 490 F.2d 981, 180 

10 USPQ 580 (CCPA 1974). The Applicant notes that although the Examiner rejected 

Claims 1-12, the office action states reasons for rejection only of Claims 2, 3, 4, 5, and 
6. The Applicant therefore requests that if Claims 1 and 7 - 12 are subject to a rejection, 
the Examiner state specifically the reasons for rejection of these claims. 

Additionally, the Applicant notes that the Examiner states numerous times in the 

15 office action that "the combination of "discloses the claimed invention except for. . . ." 
However, the Applicant is unclear as to what the Examiner is combining in order to make 
determinations of the obviousness of the present invention. Thus, the Applicant would 
again request that the Examiner clearly state which references are being combined, and if 
the Examiner is relying on personal knowledge, an affidavit be attached to provide 

20 supporting evidence for these statements. 

After reviewing the Examiner's statements, the Applicant does not believe that 
the arguments validly state a proper rationale for a § 103(a) rejection based upon 
common knowledge in the art. Therefore, the Applicant requests that the Examiner 
withdraw the rejections of Claims 1-12. 

25 
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Concluding Remarks: 

In view of the foregoing, it is respectfully submitted that all now pending claims 1 
- 12 are in allowable condition. Reconsideration is respectfully requested. Accordingly, 
early allowance and issuance of this application is respectfully requested. Should the 
5 Examiner have any questions regarding this response or need any additional information, 
please contact the undersigned at (310) 589-8158. 

The Commissioner is authorized to charge any additional fees which may be 
required or credit overpayment to deposit account no. 50-2691 . In particular, if this 
response is not timely filed, the Commissioner is authorized to treat this response as 
10 including a petition to extend the time period pursuant to 37 CFR 1 . 1 36(a) requesting an 
extension of time of the number of months necessary to make this response timely filed 
and the petition fee due in connection therewith may be charged to deposit account no. 



25 Cary Tope-McKay 

TOPE-MCKAY & ASSOCIATES 

23852 Pacific Coast Hwy. #311 

Malibu, Ca 90265 

Tel: 310.589.8158 
30 Mobile: 310.383.7468 

Fax:310-943-2736 

E-mail: cmckav@topemckay.com 



50-2691. 



15 



Respectfully submitted, 





35 
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